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Stubbs:
Unfair Competition: Abrogation of the Doctrine
of Functionality
UNIVERSITY OF FLORIDA LAW REVIEW
[Vol. XVII
Hopefully, when a proper fact situation presents the opportunity,
Florida will, in light of Kirksey and La Porte, take this next logical
step and elevate intentionally inflicted mental distress from its present
position as an element of damages to a new position as a separate and
distinct tort.
RICHARD H. ADAMS, JR.

UNFAIR COMPETITION: ABROGATION OF THE DOCTRINE
OF FUNCTIONALITY
Compco Corp. v. Day-Brite Lighting, Inc., 84 Sup. Ct. 779 (1964)
Day-Brite Lighting, Inc. brought suit in a federal district court
against Compco Corporation alleging unfair competition under
Illinois law and federal patent infringement. The allegation of unfair competition was based on the probability of confusion as to the
source of similar reflectors for commercial fluorescent lighting fixtures
manufactured by both Day-Brite and Compco. The district court
found Day-Brite's patent invalid, but held Compco liable for unfair
competition and enjoined sale by Compco of reflectors identical with
or similar to those sold by Day-Brite. Day-Brite did not appeal. In
considering an appeal by Compco the Seventh Circuit Court of Appeals affirmed,' holding that under Illinois law plaintiff did not have
to show that "palming off" had occurred or that "secondary meaning" 3 had attached to the reflector design, but only that confusion
as to the source of the similar products was imminent. On certiorari,
the United States Supreme Court HELD, federal patent law has preempted states from prohibiting copying of an unpatented product.4
The Court abrogated the standard criteria, including the doctrine of
functionality, formerly used by courts in prohibiting copying. Judgment reversed, Justice Harlan concurring separately.
1. Day-Brite Lighting, Inc. v. Compco Corp., 311 F.2d 26 (7th Cir. 1962).
2. "Palming off" is inducing purchasers to buy because of a mistaken belief
as to the source of goods. Surgical Supply Serv., Inc. v. Adler, 206 F. Supp. 564, 570

(D.C. Pa. 1962).
3. "Secondary meaning," in this context, means particular features have come
to be associated by the public with one manufacturer. J. C. Penney Co. v. H. D.
Lee Mercantile Co., 120 F.2d 949, 957 (8th Cir. 1941).
4. Compco Corp. v. Day-Brite Lighting, Inc., 84 Sup. Ct. 779 (1964).
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Functionality was one of many criteria used by courts in protecting products from copying. Theoretically the doctrine of functionality,
which developed from the desire to protect indicia of origin, imposed
liability for copying nonfunctional features. Although copying of
functional features was allowable as representing an honest desire to
compete,5 copying of distinctive and ornamental features was indicative, in the eyes of the judiciary, of an intent to mislead the public6
The necessity for distinction between functional and nonfunctional
features of an unpatented product resulted in one of the most unsettled and confusing areas in the law of unfair competition.7
Although copying of functional features has generally been held
to be permissible s definitions of "functional features" have varied.
Narrowly defined, features are "functional" only when necessary for
the use of an article. 9 The broader interpretation includes characteristics of shape,' 0 size," color,12 and design.' 3 The Ninth Circuit
Court of Appeals, adhering to the broad view, interpreted "function"
as "any important ingredient in the commercial success of the
product .

.

. ."14 That court found the design of hotel china to be

functional because of its customer appeal. 15 Thus, varying definitions
of "functional" have made the permissiveness of copying features of
another's product depend largely upon the jurisdiction in which the
case was tried.'U
Although the doctrine of functionality theoretically imposed liability for copying nonfunctional features, the doctrine was severely
limited on occasion. One line of cases held imitation of nonfunctional features illegal only if the similarity was likely to deceive
purchasers as to the source of the product.7 This theory was based
on the need to protect the consumer from buying from one producer
5. See Note, Unfair Competition and the Doctrine of Functionality, 64 COLUM.
L. Rav. 544 (1964).
6. Enterprise Mfg. Co. v. Landers, Frary & Clarke, 131 Fed. 240 (2d Cir. 1904).
7. 64 CoLUM. L. Rxv., supra note 5, at 568.
8. See, e.g., Pope Automatic Merchandising Co. v. McCrum-Howell Co., 191
Fed. 979 (7th Cir. 1911), cert. denied, 223 U.S. 730 (1912).
9. Haeger Potteries, Inc. v. Gilner Potteries, 123 F. Supp. 261, 271 (S.D. Cal.

1954).
10. Pope Automatic Merchandising Co. v. McCrum-Howell Co., supra note 8.
11. Speedry Prods. Inc. v. Dri Mark Prods., Inc., 271 F.2d 646 (2d Cir. 1959).
12. Sylvania Elec. Prods., Inc. v. Dura Elec. Lamp Co., 247 F.2d 730 (3d Cir.

1957).
13. Pagliero v. Wallace China Co., 198 F.2d 339 (9th Cir. 1952).
14. Id.,at 343.
15. Id. at 344.
16. Compare Haeger Potteries, Inc. v. Gilner Potteries, 123 F. Supp. 261 (S.D.
Cal. 1954) with Pagliero v. Wallace China Co., supra note 13.
17. See, e.g., Norwich Pharmacal Co. v. Sterling Drugs, Inc., 271 F.2d 569 (2d
Cir. 1959).
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a product that he believed to have been produced by another. 18 A
second line of cases required the plaintiff to show that designated
features of his product had come to "signify origin in the mind of
the buyer." 19 This limitation reflected reluctance to protect the plaintiff unless he could show reliance by the public on the manufacturer
and not merely on the product. 20 A third group of cases required
the finding of both public reliance and likely deception. 21 An analysis
of the applications of the doctrine of functionality discloses that this
concept has been used to support diverse propositions concerning the
22
permissibility of copying.
Why did courts generally extend protection to unpatentable, uncopyrightable, nonfunctional product features and deny protection
to functional features? Realization that copying is an essential element of competition necessitated the allowance of imitation of functional features.2 3 On the other hand, protection of nonfunctional
features was required to prevent an imitator from unnecessarily misleading the public as to the source of the simulated product.24 Recognition that copying is necessary to the survival of a competitive system and that adequate protection of true creativity is available under
federal trademark and patent laws should have long ago led the
courts to abandon the nebulous distinction between functional and
nonfunctional features.25
2
The United States Supreme Court's holdings in Cornpco 6 and a
27
companion case, Sears Roebuck & Co. v. Stiffel Co., eradicate the

doctrine of functionality from the law of unfair competition. Mr.
Justice Black, speaking for the Court in both cases, concludes that
a state may not prohibit copying of an unpatented product. He expressly states that functionality is irrelevant.28 The decisions are based

18. Ibid.
19. American-Marietta Co. v. Krigsman, 275 F.2d 287, 289 (2d Cir. 1960); see
also Gum, Inc. v. Gumakers of America, Inc., 136 F.2d 957 (3d Cir. 1943).
20. Ibid.
21. See, e.g., Hygienic Specialties Co. v. H. A. Salzman, Inc., 302 F.2d 614 (2d
Cir. 1962).
22. 64 CoLum. L. REv. supra note 5, at 568.
23. Hygienic Specialties Co. v. H. G. Salzman, Inc., 302 F.2d 614 (2d Cir.
1962); American Safety Table Co. v. Schreiber, 269 F.2d 255 (2d Cir. 1958).
24. Norwich Pharmacal Co. v. Sterling Drug, Inc., 271 F.2d 569 (2d Cir.
1959), cert. denied, 362 U.S. 919 (1960); Sylvania Elec. Prods. v. Dura Elec. Lamp
Co., 247 F.2d 730 (3d Cir. 1957).
25. For the proposition that copying is not only a major factor in competition,
but the essence of competition, see Treece, Copying Methods of Product Differentiation: Fair or Unfair Competition, 38 NOTRE DAME LAW. 244 (1963).
26. 84 Sup. Ct. 779 (1964).
27. 84 Sup. Ct. 784 (1964).
28. Supra note 26, at 782; supra note 27, at 789.
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on the proposition that the federal patent system preempts the states
from prohibiting copying. More important than federal preemption,
however, is the implicit reaffirmation of the policy that the consuming
public has an interest in competitors being allowed to share the
benefits of unpatentable products with the originator.29 This policy
recognizes the major role of copying in stimulating competition.
It may appear that these decisions completely eliminate protection
of unpatented products. Mr. Justice Black leaves, however, at least two
areas in which states may offer manufacturers protection regarding
product differentiation: (1) statutes or case law requiring labeling of
products to prevent source confusion,3 0 (2) statutes or case law protecting distinctive packaging design. 31 By allowing states to require
proper labeling and to protect package designs, the Court has refuted
the argument that consumers will no longer be able to differentiate
among similar products.
The doctrine of functionality was at best a confused and often
unworkable area of the law; its elimination creates a degree of clarity.
The consumer receives the benefit of further stimulus to competition
because of fewer restrictions on copying and the manufacturer may
still encourage source association through labeling and unique packaging techniques.
S. A.

STUBBS, JR.

29. This policy was first expressed in Kellogg Co. v. National Biscuit Co., 305
US. 111 (1938); see also American Safety Table Co. v. Schreiber, 269 F.2d 255

(2d Cir. 1958).

30. Supra note 26, at 782; supra note 27, at 789.
31. Supra note 26, at 789.
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